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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)IE This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) D Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 1-27 and 29-31 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 

U.S. Patent and Trademark Office ' " ' 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 7 



Application/Control Number: 09/410,494 Page 2 

Art Unit: 2155 

DETAILED ACTION 

1 . Claims 1 -27 & 29-31 have been examined. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent 
by another filed in the United States before the invention thereof by the applicant 
for patent, or on an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before 
the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 1-8, 12-20, 24-27, and 29-31 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Walls et al. (U.S. Pat. No.5848410). 

As per claims 1 and 13, Walls teaches a method (see col. 8 lines 5: system and 
method) comprising and a machine-readable medium having stored thereon sequences 
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of instructions that, when executed by one or more processors (see col. 9 lines 39-51), 
cause: generating, automatically (see col. 8 lines 10-11) with an electronic system (see 
col.9 line 35: network environment and Fig.1), a first search request (see col.26 lines 
25-26: search one or more files... at one or more intervals) in response to an original 
search request, the first search request to cause a search to be performed on electronic 
documents (see col.1 lines 39-42 and col. 3 Iines17-18: web page) unconsciously 
captured (see col. 12 lines 57-67 to col. 13 lines 1-4) by a local network device (see 
col. 10 lines 15-16: output devices), the search of the electronic documents 
unconsciously captured to be performed according to search parameters of the original 
search request (see col.1 1 lines 25-39); and generating, automatically with the 
electronic system, a second search (see col.26 lines 25-26: search one or more 
files... at one or more intervals) request in response to the original search request, the 
second search request to cause a search to be performed on electronic documents 
available via a network portal (see col. 10 lines 23 & 36: network interface) of an external 
network (see col.1 lines 26-29: Internet) according to the search parameters of the 
original search request. 

As per claims 2 and 14, Walls further teaches wherein the local network device 
comprises a file management appliance (see col. 3 lines 52-55: continuous indexer). 

As per claims 3 and 15, Walls further teaches wherein the file management 
appliance generates the first search request and the second search request (see col. 3 
lines 64-67: at least, to col.4 lines 1-2, and col.1 1 lines 23-25 & 35-39). 
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As per claims 4 and 16, Walls further teaches wherein the file management 
appliance performs a search of the unconsciously captured electronic documents in 
response to the first search request (see col.12 lines 57-67 to col. 13 lines 1-4). 

As per claims 5 and 17, Walls further teaches an Internet portal (see col. 10 line 
40: Internet, and Fig.1 no. 150) performs a search of the electronic documents available 
via a network portal 9 see col. 10 lines 23 & 36: network interface, and Fig.1 no. 128) of 
an external network in response to the second search request. 

As per claims 6 and 18, Walls further teaches wherein the first search request, 
and the second search request, are generated by a portal appliance (see col. 3 lines 52- 
55: continuous indexer) in response to the original search request. 

As per claims 7 and 19, Walls further teaches generating a search report based 
on results from the first search request and the second search request (see. col. 5 lines 
49-52). 

As per claims 8 and 20, Walls further teaches wherein the search report is a 
Hypertext Markup Language (HTML) document (see col.1 lines 29-32 & 59-62, col. 4 
lines 23-24, and col.12 lines 29-30). 

As per claims 12 and 24, Walls further teaches generating a third search request 
in response to the original search request, the third search request (see col.26 lines 25- 
26: search one or more files... at one or more intervals) to cause a search to be 
performed on electronic documents available via a second network portal (see col. 10 
lines 37-39, nodes may consist of more host servers, whereby in lines 35-36, include via 
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a network interface) of the external network according to the search parameters of the 
original search request. 

As per claim 25, Walls teaches of an apparatus comprising: a device (see col. 10 
Iines10-14) to automatically (see col. 8 lines 10-11) capture electronic documents from 
the network (see col. 4 lines 20-21); and an application (see col. 9 lines 39-51) to search 
the captured electronic documents (see col.1 lines 39-42 and col. 3 Iines17-18: web 
page) in response to a search request, wherein the application also generates an 
external document search request (see col.1 1 lines 57-61 ) in response to the search 
request, the external document search request to generate a search of electronic 
documents from an external network (see col.1 lines 26-29: Internet). 

As per claim 26, Walls further teaches that the application is executed by the 
device (see col. 9 lines 39-43). 

As per claims 27 and 29, Walls further teaches that the application is executed 
by a second device coupled to the device wherein the search of captured electronic 
documents is performed by the second device (see col. 10 lines24-34). 

As per claims 30 and 31 , Walls further teaches that external document search is 
performed by an Internet portal (see col. 10 line 40: Internet, and Fig. 1 no. 150) wherein 
the search of captured electronic documents is performed by the device (see col. 10 
lines 24-34). 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 



3. Claims 9 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Walls et al. (U.S. Pat. No.5848410) as applied to claims 1, 7, 13, and 19 above, and 
further in view of MacKenty et al. (U.S. Pat. No.6088675). Walls teaches all the 
limitations of claims 9 and 21 , except that the search report is an Extensible Markup 
Language (XML) document. MacKenty teaches that a report can be an Extensible 
Markup Language (XML) document (see col.1 lines 1 9-21 ). It would have been obvious 
to a person of ordinary skill in the art, at the time the invention was made, to employ the 
teaching of MacKenty within the system of Walls, by using XML documents within the 
search report, because XML documents are used for technical documentations. Thus, if 
technical searches were widely performed, one would employ an XML document as the 
standard. 



made. 



4. Claims 1 0, 1 1 , 22, and 23 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Walls et al. (U.S. Pat. No.5848410) as applied to claims 1, 7, 13, and 
19 above, and further in view of Rakavy et al. (U.S. Pat. No.5913040). Walls teaches 
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all the limitations of claims 10, 11, 22, and 23, except that the search report comprises 
an advertisement selected based on the first search request and based on analysis of 
documents indicated by search results. Rakevy teaches of a search report comprises 
an advertisement selected based on the first search request and based on analysis of 
documents indicated by search results (see col.1 lines 20-22 & 35-42). It would have 
been obvious to a person of ordinary skill in the art, at the time the invention was made, 
to employ the teaching of Rakevy within the system of Walls, by employing search 
reports comprising an advertisement generated from search results, because this would 
allow searching systems like Walls 1 to generate revenue from companies who wish to 
advertise to customers using such systems, in similar fashion to web site advertising 
methods currently employed. 



5. Claims 1-8, 12-20, 24-27, and 29-31 are still anticipated by Walls. 

As noted, Walls discloses that indexing documents can be "remote" or "local" 
(see col. 19 lines 5-10), and he also teaches that the system can be implemented 
throughout a plurality of networks (see col 10 lines 35-51 ), thus the searching can be 
performed on external network or local network, respectively. Additionally, Walls 
teaches that the "indexer is configured to search one or more files (1, 2, 3, ...n files) 
within at least one file system ("remote" or "local") at one or more intervals (first, 
second, third, ...oo)" (see col.3 lines 52-54 and col.26 lines 25-26). 



Response to Arguments 
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Walls teaches of searching (see col. 3 line 52), therefore searching corresponds 
to search requests of claims 1 and 13. 

6. Claims 2-8 and 12, which depend on claim 1 and claims 14-20 and 24, which 
depend on claim 13, are still anticipated by Walls for the reasons set forth above. 

7. Walls discloses of multiple search requests for both local and external 
documents as set forth above. Therefore Walls anticipates the invention as claimed in 
claims 25-31. 

8. Claims 9 and 21, which depend on claims 7 & 1, and 19 & 13, respectively, are 
still rejected as being unpatentable by Walls and MacKenty. 

Although, MacKenty discloses presenting auditory presentations of documents, 
he is actually converting SGML/XML documents into sound. MacKenty teaches that 
XML is a language, which augments contents with descriptions of what, the contents 
are and how they are to be used, which can be employed for categorizing in such a 
searching system of Walls (see col.1 lines 13-21). 

9. Claims 1 1 and 1 0, which depend on claims 7 and 1 , and claims 22 and 23, which 
depend on claims 19 and 13, are still rejected as being unpatentable by Walls and 
Rakavy. Walls teaches that the search report is in HTML, which is a language for 
viewing a web page of the Internet via a browser. Rakavy teaches that advertisements 
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may be displayed on web pages (see col.1 lines 29-30). Therefore, whether the 
advertisement is embedded in search reports, searched documents, or displayed, as it's 
own web page, it is a preference of the system implementor, and thus not an invention. 

Note: Examiner must interpret the all the claims as broadly as it is worded within the 
scope of the claims. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



# 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Young N Won whose telephone number is 703-605- 
4241. The examiner can normally be reached on M-F: 8AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz R Sheikh can be reached on 703-305-9648. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-3718 
for regular communications and 703-305-5352 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 




AYAZ SHEIKH 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



